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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 34-42 and 44-62 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Caldarise (US Pat. 5,681 ,31 7) in view of Huesbsch (US Pat. 
4,888,022). 

Caldarise teaches a prosthesis that comprises a second bone material that is 
substantially enclosed by a first bone material (column 2, lines 1-11) (column 3, lines 
21-30). The bone filler includes bone cement/bone graft material (column 2, lines 1- 
1 1 )(column 3, lines 21-30). The bone filler is a bolus (column 2, lines 1-11) (column 3, 
lines 21-30). 

With regard to claims 34-42 and 44-62, it is noted that the device of Caldarise 
appears to be substantially identical to the device claimed, although possibly produced 
by a different process, therefore the burden is upon the applicant to come forward with 
evidence establishing an unobvious difference between the two. In re Marosi, 218 
USPQ 289 (Fed.Cir. 1983). 

Caldarise does not appear to teach wherein the second bone filler material is 
covered by a closed distal end portion of the first bone filler material. 
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Huebsch teaches a prosthesis comprising an expandable member in 
combination with a filling material in order to provide a device that provides uniformly 
distributed pressure in a controlled amount to all portions of a bone cavity opposite the 
body of the prosthesis (col. 2 lines 23-27). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to construct the device of Calarise with the expandable member 
inflated with a filling material in view of Huebsch in order to provide a device that 
provides uniformly distributed pressure in a controlled amount to all portions of a bone 
cavity opposite the body of the prosthesis. 

Claim 43 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Caldarise and Huebsch, as applied above, in view of Shastri et al. (US Pat. 5,837,752). 

Caldarise and Huebsch teach the claimed invention except for at least one of the 
first region of bone filler material or the second region of bone filler material includes a 
stent. 

Shastri et al. disclose bone cement compositions (column 9, lines 10-19) that can 
be formed into a shape (e.g. a stent) (column 9, lines 21-27), in order to form a solid 
article for implantation in order to replace or repair a damaged bone (column 9, lines 14- 
18). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to have constructed at least one of the bone cements of 
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Caldarise as a stent of Shastri et al., in order to form a solid article for implantation in 
order to replace or repair a damaged bone (column 9, lines 14-18). 

Response to Arguments 

Applicant's arguments with respect to claims 34-62 have been considered but are 
moot in view of the new ground(s) of rejection. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TARA R. GEORGE whose telephone number is 
(571)272-3402. The examiner can normally be reached on M-F from 6am-2pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on (571) 272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

U. R. Q.I 

Examiner, Art Unit 3733 
/Eduardo C. Robert/ 

Supervisory Patent Examiner, Art Unit 3733 



